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REMARKS 



th'iis 



Applicant requests ^ withdrawal 



Applicant has carefully reviewed the Offi' 

i f 

following remarks in response thereto. Applicant 
12, 2004, at which time some of these points wers 
therefix)in are injcorporated herein. 

Initially^^ claims 1-3, 5, 7-11, 13-16, 18-2a 
U.S.C. § 101 fo{ not recitiing a limitation in the 

Applicant herein amends claim 1 to recite- 
originates in a telephony device, which places 
within the techcological arts. 

With reject to claims 18-20, 22, 24-28, 
Patent Officers rejection isuggests that the systen! 
talking over th^ phone and thus does not provide: 
apparently has ^verlookdd the "control system' 
a component wjthin the technological arts, 
people are comjnunicating (a phone being an 
arts) also helps [bring this claim into the realm 
appreciates the [Examiner's concerns that a 
structural element is not a basis to consider 
has complied vjith the rei^uirements of 35 U-S.C 
these claims b^ withdrawn. 



dnd 



Claims ll 8-20, 22, 24-28, 30-33, 49 and 

I 

indefinite. | 

Applic^t herein amends claims 22, 49 

i * . a, 

matter is adde4 by this acnendment, and Applicfjnt 

r 

time with respect to thess claims. 

With respect to claim 1 8, this rejection 
control systemjin the body of the claim, 
transition worcj "compritsing" which, by the 
element is in tl^e body olTthe claim and thus has 
component of i[he system is adapted to perforna 



Specifically, 



; tenets 
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e Action of November 18, 2003 and offers the 
appreciates the telephone interview of January 
discussed. Where appropriate, the comments 



, 22, 24-28, and 30-33 were rejected under 35 
technological arts. 

a structural component, namely that the request 
method of claim 1 and its dependents squarely 
of the § 101 rejection at this time, 
^nd 30-33, Applicant respectfully traverses. The 
may be imderstood as merely two people 
any technical limitations. The Patent Office 
llement of claim 18. A control system connotes 
Furtl^er, the presence of the phone over which the 
e of manufacture witliin the technological 
ofithe technological arts. While Applicant 
comiol system" is very broad, broadness of a 
something outside the technological arts. Applicant 
§ 101 and requests that the § 101 rejection of 



50 were rejected under 35 U.S.C. § 1 12 as being 



50 to have the proper dependencies. No new 
requests withdrawal of the rejection at this 



sjtems from the Patent Of&ce overlooking the 
, the control system appears after the 
of claim interpretation, indicates that the 
patentable weight. The control system 
ihe method steps. As sucli, the claim is a system 
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claim, with metiod corapDnents. However, it remains a system claim and is not indefinite. 
Placing method plements jin system claims is coiia|mcn claim drajfting practice and no 
indefiniteness isj created tJiereby. Applicant requests withdrawal of the § 1 12 rejection of these 
claims at this tirtie. 

Before ajddressing the rejection based on the reference, a brief summary of the present 

invention and a brief revi^cw of the Jain reference are provided so that the remarks are provided 

i 

their proper coi^xt. 

The prejent invention is designed to facilitate toll sharing amongst call participants who 
are using telephbny devices. Specifically, the present invention allows a call originator, with 
whom responsiiility for paying the toll charges of the call normally resides, to request a toll 
sharing fimctio^. This ra^quest may be initiated through a command code or through the 
operator. Once^the request is received, the present invention allows the call originator to define 
proposed toll staring parameters. These proposed toll sharing parameters are presented to the 
call recipient as part of tbe call set up process. The call recipient may accept or decline the toll 
sharing parameiers. If accepted, the parties are .tlilled according to the toll sharing arrangement. 
Additionally, tie present invention allows the toll sharing parameters to be part of an ongoing 
relationship, suph that once the toll sharing parameters are agreed to, future calls between the 
parties are also subject tc- the toll sharing arrangiments. 

Jain et d,, hereinafter "Jain," is a reference that is used by a single user to allocate how 



calls are billed lamoagst a variety of accounts all. 



associated with the single user. That is, a single 



user may have fnultiple accounts and may want:io allocate specific calls to specific accounts for 
billing purpose^. See col. 3, lines 1 1-20. To thii end, the single user may, on a per-call basis, 
indicate to whifih account a particular call is to te billed. This may be done for both incoming 
and outgoing calls. 

Claimsjl-S, 5, 7-11. 13, 15, 16, 18-20, 22, 24-28, 30, 32, 33, 35-37, 39, 41-45, 47, and 
49-51 were rej^ted imder 35 U^S.C § 103 as being unpatentable over Jain, Applicant 
respectfully trgVerses. For the Patent Office to;;establish prima facie obviousness, the Patent 
Office must shfjw where each and every claim ;element is located in the reference. MPEP § 
2143.03. Merely because a modification cowW-be implemented, does not establish B^prima facie 
case of obviouUess. MPEP § 2143.01 . Fuxthiinore, where a reference must be modified to 
show all the claim elements, the Patent Office must present objective evidence as to where the 
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suggestion to midify the I'eference can be found [In re Dembiczak, 175 F.3d 994, 999 (Fed. Cir. 

1999). I . I ^ 

Claims li 18, and 35 (the independent claims) recite some permutation of ''receive a 
request for toll sharing from a call initiator ordinarily responsible for paying a toll associated 
with a toll call . , . The Patent Office opines thit this element can be found in at col. 4, lines 1- 
7, 17-25 and coll 9, lines 3 1-45 of Jain. Applicant respectfully traverses this assertion. The first 
passage states: S \ ' 

Personal! Billing Selection, enables a coriimunications network service subscriber 
to designate options for allocating network usage for outgoing and incoming calls 
on a per-icall basis, even if the subscribeifrs account includes several numbers or 
addressees. The pr&sent invention also preferably allows users to designate default 



network tresource allocation accounts on 



a-per-number dialed or received basis. 



While the Patent Office is allowed to give claimjterms a broad reasonable interpretation m the 
absence of a definition in' the specification, that interpretation is constructed fix)m the perspective 
of someone of Jrdinarysldll in the ait. MPEP ^iilll. Further, claim tenns are to be given their 
ordinary meaning. MPEP § 21 1 1 .01 . The claim recites **toll sharing"' and sharing implies a split 
between two pakies. For example, the definitio!k;at www.m-w.com indicates that to "share" is to 
divide or distribjute (a copy of the print out fi^mj vvww,ra-w.com attached for convenience). In 
light of this ordinary defi,-iition, it is readily apparent that Jain describes allocating the toll to an 
accoimt, but do^s not share the toll amongst acqo'unts or between parties. To this extent, the 



cited passage dies not teach the claim element. 



Gol. 4, lines 17-25 recites: 



A predefmed default billing (or other net^^rk resource allocation) preference 
designa^i^ can be specified for both orij^nated and received calls. A default 
billing pireference designator may also bj^llprovided for unspecified numbers or 
addresstfs. The allocation designation niiy be provided to a network database 
which hpdles network resource allocat^qp, such as billing, so that the network 
allocation is associated with the particuljar communication, 

I jjilj 

Again, tliis passage talks about allocating the tclt to an account, but does not discuss sharing the 
toll amongst ackounts or between parties. To tlii| extent, the cited passage does not teach the 
claim element, jxhe final passage talks about how call tolls are allocated to a specified account; 
however, there is no "shsxing" as that term is oidonarily used or under any reasonable broad 
definition of thi term "sharing," To this extentj lie cited passage does not teach the claim 



■fi 

to 
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element. Since Ihe passages do not teach or suggest this claim element, the Patent Office has not 
established prirri^a facie obviousness and the clai hiis are allowable. 

The claiijas also recite '^receiving proposisd toll sharing parameters " The Patent 

Office cites the ^ame passages from Jain. Appli respectfully traverses this assertion. The 
cited passages allocate tolls to accoimts, but do i i^teach or^sugges t toll sharing. Sinc e the 
passages do notjteach or s-uggest this element, tt e Patent Office has not established prima facie 
obviousness and the claims are allowable. 

The Patclnt Office indicates, in its analys !> of claims 1,18, and 35, that "quering^[sic] the 

recipient database for obtaining the default billili? preferences" is taught at col 9, ]me^ys^9. 

The claims do not recite such an element, and tl e fact that the reference may or may not teach 

f r I 

such an element is not relevant However, this passage shows that the tolls are allocated by the 

call initiator to Accounts for which the call initidt;or is responsible, not "shared" as that term is 
used. I 

During fie telephVDnic interview, the Ex* miner clarified that under a broad interpretation 



of "sharing", oije person could remain responsi© 



person was the {:all initiator, then in such an ins ance, the cost of the call would be ''allocated" to 

a single account as shown in Jain. Applicant re spectfully maintains that such an interpretation of 

"sharing" is nol within an ordinary reasonable i Iterpretation. A person cannot assume 100% of 

the cost of som'3thing antl still share the cost wi li another person. The reference does not show a 

reasonable mtejpretation of sharing, because, a : explained above, the call initiator in Jain 

remains Uable for 100% of the cost of the call To this extent, the Patent Office's interpretation 

of sharing is clearly beyond that considered rea sjonable by someone of ordinary skill in the art. 

Appliciit further respectfully maintain; that no one of Ordinary skill in the art would 

come to the claimed invention under the Patent Office's construction of the term "sharing." 

) I 
Under the Patent Office's construction, the call initiator is assuming lesponsibiUty for 100% of 

the cost of the l;all. In a, conventional billing aj rangement, the call initiator is responsible for 

100% of the cost of the call. Thus, if the call ii itiator wished to maintain this conventional 

billing arrangelnent, the call initiator wovdd ne jpr request toll sharing and nothing would receive 

the proposed tcfU sharing parameters. Since no iiing would receive the proposed toll sharing 

parameters, th4 call recipient would never bcjij formed of the proposed toll sharing parameters. 

Since the call recipient v.^ould never be informlji of the proposed toll sharing parameters, nothing 

i • ■ [ 
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accepted, SpeciScally, there is no reason why a 

1 i 

call recipient redeived an anquiry along the lines 



the call?" Eveniif the Patent Office's interpretation of the tenn "sharing" is correct, there is still 



call initiator would create a situation where the 
if "I am calling you, do you mind if I pay for 



Lunication is sent. Specifically, if, as indicated 
tates the caller assuming 100% of the cost of the 
;nt be asked if this toll sharing situation is 
lat the call recipient is ever informed of the 
lent is not taught or suggested by Jain. 
5est informing -the call recipient of the proposed 



no teaching in Jain that suggests that such a co: 
by the Patent Ofifice, the term ''sharing" contem] 
call, then the clejim still recites that the call reci] 
acceptable. Simbe Jain does not teach or sugges; 
call cost allocatfon disclosed in Jain, the claim e 
Further, since tiie reference does not teach or : 

toll sharing parajmeters, ^ reference cannot tealejh or suggest receiving a decision fi:om the call 
recipient as to vjhether the toll sharing paramet^|s are accepted. Specifically, Jain does not teach 
or suggest a cocimiunication passing to the call recipient, inquiring as to whether the call 
recipient accept*p the toll of the call being alloca|cd to a specific account for which the call 
initiator is entirely respoir.sible. To this extent. Me reference does not teach or suggest two 
additional claini elements, and the reference doll not establish prima facie obviousness. 

Finally, ihe Patent Ofi&ce opines that theleference teaches "apportioning the costs for the 
toll call betweeiji the call initiator and the call r€L|pienf' at col. 9, lines 3 1-49. Applicant 
respectfiilly traverses this assertion. The cited B^ssage does not teach Applicant's intended toll 
sharing as explained above. While the passage Ijlidicates that the toll is assigned to an account as 
indicated in a database, tliere is no apportionmejnt of the toll between the two parties and thus, 
the claim elemdnt is not taught or suggested. 

The Patent Office indicates that it woul Jkave been obvious to modify Jain 'to include 
that obtaining tiie recipient's defeult billing preferences mcludes obtaining a decision fix)m the 
call recipient a^ to whether to accept the toll shafing parameters, because it appears that the 
claimed features do not distinguish the inventicpl over similar features in the prior art, and the 
teachings of Jam would perform the invention || claimed by the applicant with either specifymg 
recipient's decibion, or not." Applicant respeclmlly traverses this assertion. The Patent Office 
misunderstand^ the toll sharing of the claimed ||vention relative to the toll allocation firom 
amongst the vairious accounts of the reference. |rhe reference has a single person solely 
responsible forjthe tolls of the call. That perso|hnay allocate the toll to a desired account, but 
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there is nothing [n the reference that teacheS; or suggests that the tolls may be shared between two 

I I » 

parties, much less shared foetween two parties after informing the call recipient of the proposed 

i ^ 

toll sharing parameters and receiving the decision of the call recipient as recited in the claims. 

Even if the PateM Office's interpretation of sharing explained during the telephonic interview 

■If 

were correct, th^ default billing desigpatorslof Jain are still internal to the call initiator. The call 

recipient never lias an opportunity to be infbrmed of how Jain's call initiator is going to allocate 

the call, nor doejs the call recipient have the* opportunity to accept such an allocation of costs, 

I f * 

much less provijie the recipient's default billing preferences. To this extent, the claim element is 

not shown, and the Patent Office has not e^ablished prima facie obvioiisness for the claims with 
this element, j ' l 

Applicaj^t provides new claims 54-^6 that explicitly recite that the call initiator and the 
call recipient bcith bear the costs of the call^; As numerous dependent claims have previously 
been canceled aKd only three claims are added, no new fees should be required. While Applicant 
believes that th4 term "sharing" implies that both the call initiator and the call recipient bear a 
non-zero poitioji of the costs of the toll caljl, these claims make it explicit. Jain, with its single 
party cost allocation, clearly does not teacfii.or suggest the sharing of the call such that both 
parties bear a n<|>n-zero portion of the costs^of the toll call. 

In short j the refett^nce does not teac|h or suggest the toll sharing of the claimed invention. 
This element isjpresent in each of the independent claims and is present in each of the dependent 
claims Since the reference does not teach'or suggest the claim element, the Patent Office has 
not established pn'ma facie obviousness. Jipplicant earnestly solicits claim allowance at the 



Examiner's earliest oonvsnience. 
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